THE DECISIONS'

OF
THE SUPREME COURT OF THE UNITED STATES
AT

JANUARY TERM 1829.

Anranam L. Penvock & James Serners, Pramnrisrs 1N Error
vs. Apax Diarocuz. .

The record contains, embodied in the bill of exceptions, the wholé of the testi-
mony and evidence offered at the trial of the cause by each party in support

. of the issue. It is very voluminous, and as no exception was taken to its
competency or sufficiency, either generally or for any particular purpose;
it is not properly before this court for consideration, and forms an expensive
and unnecessary burthen upon the record. This Court has had occasion, in
many cases, to express its regret on account of irregular proceedings of this
nature. There was not the slightest necessity of putting any portion of.-the
evidence in this case upon the record ; since the opinion of the court, delivered
to the jury, presented 2 general pnnclple of law; and the application of the
evidence to it was left to the jury. [15]

It is no ground of reversal, that the court below omitted to  give dxrecuons -to
the jury upon any points of Jaw which might arise in the cause, where it was
not requested by either party at.the trial. It is sufficient for us, that the
“court has given no erroneous directions. [16]

If either pasty considers any poipt presented by the evxdence, omitted in the ’
charge of the court, it is competent for.such party to require an opinion from
the court upon that point. The court cannot b presumed to do more in ordi-
nary cases, than to express its opinion upon questions, which the parties them-
selves have raised on the trial. [16] ’

It has not been, and indeed it cannot be denied, that an inventor may abandon
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his invention, and surrender or dedicate it to the.public. This inchoate right,
thus gone, cannot afterwards be resumed:at his pleasure ; for when gifts are
once made fo the public in this way, they become absolute. The question
which generally arises on trials is a question of fact, rather than of law ; whether
the acts or acquniescence of the party, furnish, in the given case, satisfactory
préof of an abandonment, or dedication of the invention to the public. [16]

1t is obvious, that many of the provisions of our patent act, are derived from the
pfinciples and practice which have prevailed in the construction of the law of

. England in relation to patents. [18]

‘Where English statutes, such for instance as the statute of frauds, and the
statute of limitations, have been adopted into our own legislation; the known
and settled. construction of those statutes by courts of law, has been consi-
dered as silently incorporated into the acts; or ‘has been received with all the
weight of authority. This is not the case with the English statute of mono-
polies, which contains ax exception, on which the grants of patents for inven-
tions have issued in that country.” The Janguage of that clause in the statute
is not identical with the patent law of the United States; but the construction
of it adopted by the English courts, and the- principles and practice which
have long regulated the grants of their patents; as they must have been
known, and are tacitly referred to in some of the provisions of our own sta-
tute, afford materials to illustrate it. [18]

'The true meaning of the words of the. patentlaw, ¢ not known or used before the
application ;> is, not known or used by the public, before the application. [19]

Xf an inventor should be permitted to hold back from the knowledge of the public
the secrets of his invention j if he should, for a long period of years, retain
the monopoly, and make and se]l his invention publicly ; and thas gather the

‘whole’ proﬁts of it, relying upon’ his superior skill and knowledge of the'

structure ; and then, and then only, when the danger of competition should
force him to procure the exclusive right, he should be allowed to take out a
patent, and thus exclude the public, from any fuither use, than what should
be derived underit, durifig his foutteer ears; it would taternially rétard the

progress of science and the useful arts; and give a premium to those who

should be Jeast prompt to communicate their discoveries. [19] .

If an invention iz used by the public, with the consent of the inventor, at the
time of his application for a patent; how can the Court say, that his case is
nevertheless such as the act was intended to protect? If such a public use is
not a use-within the meaning of the statute ; how can the Court extract the
case from its operation, and support a- patent, when thesuggesuous of the
patentee were not true ;.and the-conditions, on which alone the gr?nt was
authorised, do ot exist? [211

The true construction of the patent law is, that the first inventor cannot acquire
a good 'title to a patent, if he suffers the thing invented to go into public use,
or to be publicly sold for use, before he-makes application fqr a patent. This
‘voluntary act, or acquiescence id the public sale or. use, ls,an -abandonment
of hisright; or rather, creates 4 disability to comply w1th the terms and condi-
-tions of the law; on which alone the'secretary-of state’is authonsed to grant
him a patcnt. [23] - -
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THIS case was brought before the Court, ‘on a writ of
error to the circuit court. for the eastern dlstnct of Penn-
sylvania.

In that court, the "plaintiffs in erjor had-instituted their
snit against the defendants, for an infringement of a patent
right, for "¢ an lmprovement in the art of making tubes or- -
hose for conveying air, water, and other fluids.” . The in-
vention claimed by the patentees, wés ini the mode of ma-
king the hose so-that the parts so joined together would be
tight, and as capable of’ re31st1ng‘ the pressure 3 as any other

- part of thé machine:
The bill.of éxceptions, which came up with the record,
contained. the whole evidence given in the trial of the cause
* in the clrcult court. The mventlon, for which. the patent
right was claimed, was completed in1811; and “the-letters
patent were obtfained in 1818.. In’ this mterval “upwards of
thirteen thousand fest of hdse, constructed according to the
invention of the ‘patefitees, had been made and sold in. the
‘ clty of Phlladelphla ‘One.Samuel Jenkms, by the petmiss-
ion of, and under an agreement betwee the plaintiffs as to
the price; had made and sold the Liose ‘invented by the
plaintiffs, and supplled several hose compames in the city
of Phxladelphla ‘with ' the same. Jenkms, durmg mich of
“the time, was.in the servxce of the plamtlﬁ's, and had been
mstructed by them in the art of makmg the hose. There .
was 1o posmve ev1dence, that tlle agreement between Jen—
 kins and the plaintiffs in error was known to, or concealed
‘from the public. “The’ plalntlﬁ's, on the trial, did not, allege
or offer evidence to prove that they hdd delayed makmg,
appllcatlon for a patent, fof thie. “purpose of improving, their
invention; or that from 1811 to 1818, any important modi-
fications or alterations had been made in their riveted Those.
The plaintiffis claimed before the ]ury, that all the hose
which had been made and sold to-the public, prior to their
_ pa.tent, had ‘been constructed and vended by Jenkms under
_their permiission. .

. Upon _the whole: ev1dence in. the case, the cm:urt court

charged the jury:
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“ We are clearly of opinion that if an inventor makes his
discovery public, looks on and permits others freely to use

'it, without objection or. assertion of claim to the inven-

tion, of which the publie might take notice; he abandons
the inchoate right to the exclusive use of the invention, to
which a patent would have entitled him, had it begn ap-

'phed for before such use. And we think it makes no dif-
-ference in the principle, that the article so publicly used,

and afterwards patented, was made by a particular indivi-
dual, who did so by the private permission of the inventor.
As Iong as an inventor keeps to himself the subject of his
discovery, the public cannot be injured: and even if.it be
made public, but accompanied by.an assertion of the in-
ventor’s claim to the discovery, those who should make.or
use the subject of the invention would at least be put
upon their guard. But if the public, with the knowledge
and the tacit consent of the inventor, is permitted to use

-the invention without opposition, it is a fraud upon the pub-

lic afterwards to take out a patent. It is possible that the

-inventor may not have intended- to -give the benefit of his

discovery to the public; and may have supposed that by

giving permission to a particular individual to construct

for others the thing patented, he could not be presumed to
have done so. But it is not a question of intention, which

“is involved in the principle which we have laid down; but

of legal inference, resulting from the conduct of the in-
ventor, and affecting the interests of the public. . It is for
the jury ‘to say, whether the evidence brings this case

-within- the prmcxple which has been stated. ' If it does, the

court js of opmlon that the. plaintiffs are not entitled to a
verdict.”

To this charge the plaintiffs excepted and the jury gave
w verdxct for the defendant.

Mr Webster; for the plaintiff in error, contended,

1. That the invention, being of such ‘a nature that the
use of it, for the purpose of trying its utility and bringing
it'to perfection, must necessarily be open and public; the
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implication of a waiver or abandonment of the right, fur-
nished by such public use, is rebutted by the circumstance
that the article was made and sold only by one mdlvxdual
and that individual was authorized and permxtted SO to do
by the inventors.. .

2. That the use of an mventlon, however publlc, if it be
by the permission and under the continual .exclusive elalm
of the inventor; does not ‘take away his right, except after
an unreasonable lapse of time, or gross neghgence, in ap-
plying for a patent.

3. That the jury should have been instructed, that, if
they found the riveted hose, which was in use by the hose
compames, had been all made ‘and sold by Jenkms, and by
nb one else, priot to the grant of the patent; and that Je
was permltted by the inventors, under their agreement, so
to make and sell the same; thag such use of the mventlon,-
not bejng adverse to thelr clalm, did not take away thelr‘
exclusive right,. nor imply, an abanddnment of it fo the
pubhc.

'4. That, if they found the hose had not been made or.
sold, prior to the grant of the. patent, by any person ‘but.
Jenkms, then ‘the giving of permission to him,’ beu!mg in. it
‘self an assertlon of cIalm, was not a dedication ‘to the
public; ‘and that" the publlc, by purchasing and usmg 1he
hose, thus made by the permrssxon of the i mventors, ac ulred-
no title to the m‘Ventlon——but on the contrary, if the pnce
paid mcluded a premium for’ the mventlon, the pubhc by
s0 purchasmg, admltted the nght of the inventors,

5. That, at any rate, there being. no use, by, tﬁe public,
of thisi mventmn, it should have beenleft to-the j jury, to's say,
whether, under all the clrcumstances, con51dermg the na-_
ture of the mventlon, and ‘the’ time necessary to perfect 1t,
‘the plaintiffs have’ been gullty of nenggence, in not sooner
app]ymg fora patent

Mr ‘Webster stated that’ the questlon to be decxded by
the Court laid within'a narrow ‘compass. * The defence set
up was, that the plaintifis had suffered 'their invention to.
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be used before their application for a patent; and had thus
lost all right to the exclusive usé of it.

The Court, in this case, would be called upon to reverse
the  English decision relative to abandonments; for it wap
admitted, - that tliose cases had gone to the whole extent of
the . principles applied -to this case in the circuit court.’
Those cases have decided, that any public use of an’inven-
tion, even for experiment, renders it no longer a new ma-
chine. In the coufts of the United States, a more just view
had been taken of the rights of inventors. The laws of the
Undited States were intended to protect. those rights, and to
confer benefits ; while the provisions iif the statute of Eng-

‘land, under- whxch patents are issued, are ‘exceptions to the
law prohibiting monopolies. Hencé, the construction of the
British statute had been exceedingly straight and narrow,:
and different from the more liberal interpretation.of our laws.

" By the decisions- of our courts, there must be a voluntary
abandonment, or negligence, or unreasonable delay in ob-
taining letters patent, to destroy the right of the patentee.
Goodyear vs. Mathews, Pame’s Rep. 3003 Moms os. Hunt-

. ington, Id. 348.

- The exception to the charge of the court is; that the jury
should have been instructed to-decide upon the evidence,
whether. the plaintiff meant to abandon his invention by the '
permission to Jenkins to use it. Jenkins musf be consider-
ed as the private agent of-the inventors; and their agree-

ment with him,; under which.he made the hose, is t6 be
considered rather as an assertion of their exclusive right to
the invention, than a surrender of it. - By omitting to leave
to the jury this question of an intention to abandon; the ¢ase
was erroneously withdrawn from them. The rights of the
“parties dlso entitled them t6 have the causes of their delay
ih patenting theéir invention inquired of- by the jury. As
the case is presented on the bill of exceptions, the court’in
their ¢harge undertookto state the whole law of the subject

_matter fo the Jury H and the ormssmn to mstruct them on
any oxe point is errof. =
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If in this charge of the court any thing is omitted which
was matter of law for the jury, it is misdirection.

In a case in Massachusetts, said to be reported in 4th
Mason’s Rep., it was left. to the_jury to decide whether
seventeen years’ delay could be accounted for.

Under the provisions_ of the lawswf the United States,
the right is created by the invention, and not by the patent.
The court, therefore, may have misled the jury, in stating
that the plaintiffs allowed the invention to be used. The
thing invenfed was only permifted to be used.

The suggestion, that by adopting the language of the
English statute, the cases decided in England upon that
staluté are adopted, may be answered by a reference to
those cases. They have all arisen within a few years, since
" the enactment of our law ; and, except the dictum of Lord )
Coke in 2d Institute, the authorities. are all of modern date.

If this Court shall be of opinion, that as ho instructions -
were particularly asked upén the questlons raised here, the
court below were not.bound to notice them in-the charge,
and that the court did not undertake to decide the whole
law ; the plaintiff in error can make out.no case here. -But
if thls Court shall consider the questions.now submitted
doubtful, -as the. rights of the plaintiffs. may not have been
fully investigated ;- by sending the case back to the circuit
court, a more full. mvestlgatlon of-all the points mvolved_
in.it may be made.. . - -

: 'Mr Ser’g’eaﬁﬁt, for the defendant, insisted,

1. That mere .invention gives no right to an exclusive
use, .uinless a.patent is obtained; and that if at a time when
no right is infringed, the public. fairly acquire possession of
it, the invéntor cannot by subsequently obtalmng a patent,
take it away, - . . - -

- 2. -That the mventor, by abstammo' irom getting a patent
encouraged the public -to use the- artlcle freely, and thus
~benefited - his. own manufactory.- :And-he is not-at liberty,

. when- this advantage is exhausted, to turn round, and -en-
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deavour to reach another and a different kind of advantage,
by appropriating the use exclusively to himself.

-In the circuit where this cause was tried, it was not
the practice to ask ‘the court for special instructions to the
jury., After the evidence had been closed, and. counsel
heard; a charge was given to the jury, according to- the na-
ture of the case, upon the points made by counsel, or which .
rmght suggest themselves to the. mind of the judge. Itwas .
competent however, to elther party, after the charge, to ask .
the opinion of the court upon any point supposed to have
been omxtted which was material- to the declsron.' In this
case, no such request had been made; and no ob]ec'uon can
now be made to the charge, for any 1mputed omission. The
only questlon was, whether the principles. laid down to the
_]ury for. thexr guldance were ‘correct, and accordmg to law, .
in the partlcuhr excepted to..

The charge must of course bé conSIdered w1th reference
to the facts, the whole of, whlch appear upon the record
The petmon of the p]amtlﬂ's to the secretary of state stated, )
in the Words of the patent law, that ihey were the inventors
of a “new and usefal lmprovement ? “not k/nown or used
before thelr apphcatlon.”‘ The ¢ apphcatlon” was made in
July'1818. Their averment therefore, upon which they ob-
taihed- their patent was, that thie riyet hose was‘a new in-
vention, not “known or used” before the year 1818.* _The
facts proved upon the trial were, that the invention "had been
completed and published in the year 1811, seven years be-
fore the application. That during all that penod it. had
been known and used as common public pro_perty, (and not
as prlvate property) whrch any one might use as publicly
known. And that it was 50 known and used with the know-
ledge of - thosé who now claim'to be the mventors w1thout
any assertion or claim op their part of exclusive property,
and w1thout notrce of i mtentxon to make such claim. There
was not a smgle clrcumstance oﬁ'ered to explain the delay

There Wis an attempt to show, that the makmg of the -
article for use, was limited by the authonty and permlssron
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of the plaintiffs, and thence to infer that they did not intend
to give it to the public. .A witness, produced by them, and
the only person who appeared to have made the article,
declared in substance, ¢ that he was taught by the plaintiffs
in 1811 to make hose; that in thai year he made a certain
quantity of it for the Phlladelphla Hose Companv, plalnuﬂ's
being members of the commitiee; and that by permission
of the plaintiffs he made about thlrteen thousand feet of
hose,, for different hose companies, from 1811 to the time of
granting the patent.”

Thus, in point of fact, nearly two miles and a half in length
of hose, had been made at different times in the course of
seven years before the patent; and had been sold to different
hose companies; not to experiment with, in order to bring
the invention to perfection; but for public use, as a thing
already completed and adapted to the purpose of arresting
the ravages of fire. ‘It was so used; and from the year 1811
to the year 1818, it was never materially altered or improved.
The thing patented in 1818 was precisely the thmo' invented,
completed and used in 1811.

Were the phmtlffs, under these circumstances,. entitled
to a patent? or could a patent, thus obtained, be supported 2
_The authorities upon the subject are decisive.. He did not
admit that the weight of judicial or legal opinion’in Eng-
land was Iessened by the suppoeed dxﬂ'erence in the pohcy
of the two countries, or that in fact any such difference ex-
isted. .It was true, that the process or mode of legislation
:was varied according to the existing state of lhmds. The
stdtute of James was made to abohsh monopohes 5 but it
saved, by ewceptlon, the rights of the inventors of new and
usefuil inventions, who hadbefore enjoyed exclusive privileges.
"The constitation of the United States and the act of congress;
on the “.antrary, having no monopolies to deal with; created
ei(dlusive‘ privileges in favour of the same description .of
persons. ' The one préserved to them a pre- e\xstmg .mono-

‘-poly, and the othér conferred it upon them. ' Both were
influeticed by the merits 'of the invenfor, and -the-public
advantdge of en;oumumg lmeuuve genius. :And they were

" Vor. 11.—-B
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equally influenced by these considerations; for it required
at least as strong a sense of their just claims to distinction,
to except newand useful inventions from the statutory odium

and denunciation of monopolies, as.it did to confer upon
them the beneﬁts of monopoly by direct enactment. There
was 1o réason,’ therefore, why the judicial construction of
the statute of James, (from which our.act of congress was
in this respect copied,) which tiad become, as it were, in-
corporated with, and part of the statute, should not be as
much respected as in the instance of any other statute.
The qdoptlon of the language of the statute; was the adop-
tion also of its settled interpretation. It could .not surely
be insisted that England was wanting in intelligence to
discern the value of genius, or.in hberahty to reward it;
or that thefe was a prevailing bias in her judiciary: towards
an ‘unjust restriction of the rights of meritorious inventors.
The sentiment of the nation, and the ‘government, in all its
‘branches, was the opposite of this.

Before referring to the cases, it might be. well,. however,
to examine the matter a little upon prmclple. ‘What is the
right of an‘invéntor?: It is the right, given fo him -by the
law, to apply for and obtain a patént for'his invention. The
patent, when duly obtained, secures to him ‘the exclusive.
enjoyment. -Has he any other right before he obtains a
patent than the one just stated? It is obvious that-he has
not.” This, then, is what the learned judge, in his charge,
styles, with pecuhar aptness, ‘an inchoate Tight; that is, a
right to have a title upon complying with the terms and
conditions of the law: It is-like an inchéate right to land,
or an jnceptive right to land, well known“in some of the
states, and every where- accompamed with the condition,
that to be made avaxlable, it must be prosecuted with due
diligence, to the consummation-or completion of the title.
If the condmon be not comphed with, ‘the right is aban-
doned or: lost, and the rights of others ‘are Tet in. The
abandonment is not a questlon of mtentlon of the party, but
jt is the legal construction of his acts or omissions. -

Had the plaintiffs ever such an mchoate r;ght‘l "Accord-
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ing to the opinion of the judge, they undoubtedly had such
a right by their invention in 1811. "~ Then, they could have
made out the case required by the first section of the act of
congress—they could have stated with truth, that the thing
invented ¢ was not known or used before their application.”
But in the year 1818 it was no longer true. It might
be stated, but it could -not be truly stated. They were
unable to comply with the condition’of law. ~For,'if the in-
ventor, as was the case here, voluntarily permit his invention
to be known ard used, ‘as a thing hot intended to be pa-
tented, how ¢an he make this statement? By sb doing, he
abandons his inchoate right, hé proclaims to the world that
he does not mean to secure it by patent, and “gvery one is |
at liberty to consider it abandoned ; because evéry one acs
quainted with the law knows that he has inchrred - a dis-
ability. This is the inevitable legal constiuction of his
conduct, and is altogether ‘independent of ‘his intention ; un-
less we suppose the act to be guilty of the’ absurdlty of
requiring that to be stated which it does not requxre to
be true. * -

But the terms of the act are in this respec‘t too p]am to
admit of a doubt. Suppose an applicant should state, that
his invention had been known and used for sevén. years be-
fore his application, cou]d he obtain a patent‘? Suppose
he should state, that he had alwa)s intendéd to reserve to
himself a rlght to obtain a patent, would”that help hin?
Or, if he should state that it had been_ so known and used
only-by his permission? - The language of the act is plaift
and imperative. 'There is ng scope for i mterpretatlon The
prescrlbed coudxtlonas express. And theie’is bo doubt that
it was the intention of congress to tefer to'the « applxcatlon
as the penod before which the thing was not known or used;
for in the subsequent act-of 17th April 1800 confemng the
prwnleges of the patent law upon ‘resident, aliens, the samé
word is used for the same purpose. And it isdeclared that
the patent shall be void if the thing patented was Imown
.or used, before ; the application. Act of 17th Apnl 1800
section’l,
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It is not contended, that if the invention should be pirated,
the use or knowledge, obtained by the piracy, or otherwise
obtained without the knowledge or consent and without the
fault of the inventor; would bar him from getting a patent.
Nor is it contended that his own knowledge and use would
be a bar. The latter is a necessary exception out of the
generality of the terms of the law, because every inventor
must know his invention, and must use it to the extent of
ascertaining its usefulness, before he applies for a patent.
The former is a case where there is no fault on the part of
the inventor. . But it is contended, that the inventor who
means to rely upon a patent must make his application
within a reasonable time ; and thatif he permit his invention
to be publicly known.and used before he applies, he cannot
obtain a patent. He abandons his right, if he sell it for
public use lumself and a fortiort, if he permnt another so
to sell it.

There is a cautious intimation in the charge, that possnbly
there might be some saving efficacy in accompanying the
use with an assertion of claim by the inventor. And it is
also put as a circumstance against the plaintiffs (which was
clearly in evxdeuce) that there was no such assertion or no-
tice. The charge is theiefore applicable only to a case of
unqualified public use, without notice or assertion of ¢laim.
- That such a notice would be available, or thdt there can
be any other assertion of claim than the legal assertion by
applying for a patent- are propositions which it is not now
necessary to éxamine. They were not affirmatively laid
down by the court, nor otherwise adverted 1o than for the
purpose of showing that the facts did not entitle the plain-
iffs, to' the benéfit of them. .[‘hey cannot therefore com-
plam. " Whethet such ‘assertions or notice, contradicted by
the acts of thé inventor, will be avaﬂable, isa questxon not
decided below. Certain it is, that a secret permission given
to their own agent, can no more be an assertion or notice,
‘than a resolution locked up in their own breasts.

‘The construction contended for is in accordance with
the poli¢y of the law. Patents are interided to'be granted
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for a limited time, beginning with the'invention. He who
asks for one must describe his invention with such certalnty
as will ensure to the pubhc its use, when the: patent expires; ..
and at the expiration of the time, the thing invented is publlc
property. The inventor, to en_]oy its benefits, must’ place
his whole reliance upon it. Is it competent for hlm, ‘then, .
to secure to himself the ‘advantages.of his own pecuhar ’
knowledge and sknll as long as these will avail him, and
when they are’ exhausted, to apply for-a patent? There .
are many inventions, the secret of which is not at’ orice dis- '
coverable from an inspection of the thmg mvented “The *
inventor may keep that' as long as he can. = He may have'
extraordinary skill or methods of working which will enable
him. to keep the market to. himself. May he enjoy. these
exclusive pnv1leges for seven years, and then obtain @ pas
tent for fourteen more? He would then have thé exclu-
-sive usé for twenty-one years. If for seven, why not for:
fourteen, or twenty-one, or, any ‘other assngnable time-? a”
The moment that his i mventlon comes into the most common
or public use, is the moment when hé applies for a patent.
When the- pubhc have fully got possession of it, he seeks
to withdraw it from the common stock 'and appropnate it
to hxmself This '] Is directly contrary to.the design of the
law. Tt extends the term, and inverts the order of | proceed- -
ing. The i inconveniences would be’ very great. © Those who
were engaged in makmg ‘the article must stop. ‘Thése who
had arranged for’ ‘making’ it ‘must .abandon’ their arrage-
ments. Those who had empléyed their time'inlearning to °
make it must Tose thelr time and’ 'their labour. - And‘even
a bona fide i mventor, who had discovered the same thing by -
his own study and expenments, would be deprived 'of' the
fruifs of his’ mgemm.y and exertions. - And why? -Simply
because the fifst invenitor did not choose sooner to-take:out *
apatent, as he mlght have ‘done. ' The tonditions of the
law being such as hie can comply with; and ought to comply
with; he postpones a comphance ‘for*his own profit, aiid-
Ieada the commumty into an injutious error.' If.it be'de~
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signed, itis awrong. Ifit be withoutdesign, itis negligence.
Oug'bt he to be benefited by his own wrong or negligence ¢
-The authorities are against him. He cited 3 Inst. 184
Wood vs. Zimmer, 1 Holt’s V. P. Rep. 58 ; Whittemore vs‘
Cutter; 1 _Gall. 482:. and referred to Evans vs. Eaton, 1
Peters’s C. C. Rep. 348; Thompson vs. Haight, 1 U. S. Law

" Journdl, 563.

* He then examined the several points stated for the de-

fendant, contending that some of them were unsupportéd by

the facts, and others by the law, Under the second he ar-
gued that there had been an “unreasonable lapse of time,”
and ‘gross negligence.” “That seven years (the period here)
unexplained were beyond all reasonable bounds.

He contended, also, that due diligence, where there were
no circumstances of explanation, was a g#estion of law; and
that it consisted in applying for a patent as soon, after the
invention was completed, as could reasonably be done : and,
finally,that due diligence required that the application should
be made before the thing invented was publicly known and
used with the consent of the inventor..

. Mr Justice Story delivered the opinion of the Court.
This'is a writ of error to the circuit court of Pennsylva-
nia. The original action was brought by the plaintiffs in
error for'an asserted violation of a patent, granted to them
on the 6th of July 1818, for a new and useful 1mprovement
in- the art .of making leather tubes or hose, for conveying
air, water, and other fluids. 'The cause was tried upon the
general issue, and a verdict was found for the defendant,

. upon which judgment passed in his favour ; and the correct-

ness of that judgmerit is now in controversy before this court.
At the trial, a bill of exceptions.was taken to an opinion

-delivered by thecourt, in the charge to the jury,as follows, viz.

.That the law arising upon the case was, that if an inventor
makes hisdiscovery public, looks on and permitsothers freely
“to use'it, without objection or assertion of claim to the in-
vention, of whlch the pubhc might take notice; he abandons

-
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the inchoate right to the exclusive use of the invention,
to which a patentwould have entitled him had it been applied
for before such use.. And, thaf it makes no differencein the
principle, that the article so publicly used, and afterwards
patented, was made by a particular individual, who did so
by the private permlssxon of the.inventor. And thereupon,
did charge the jury, that if fhe evidence brings the case
within the principle which kKad been stated, the court were
of opinion that the plaintiffs were riot entitled to a verdict.”

The record contains, embodied in the bill of exceptions,
the whole of the testimony and evidence offered at the trial,
by each party, in support of the issue. - It is very volumi- -
nous, and as no exception was taken-to its competency, or
sufficiency, either generally or for any particular purpose ; it
is not properly before this Court for consideration, and forms
an €xpensive and unnecessary burthen upon the record. This
Court has had occasion in many cases to express its regret,
on account of irregular proceedings of this nature. There-
was not the slightest necessity of puttmg any. portxon of the
evidence in this case upon the record, since the opmlon of
the court delivered to the jury, presented a general pringi-
ple of law, and the application of the evidence to it was ]eft
to the jury. -

In the argument at the bar, much reliance has been p]aced
upon this evxdence, by the counsel. for both parties. { Ithas
been said on behalf of the defendants in error; that it called
for other and explanatory directions from the court, and that

the omission of the court to give them in the charge, fur-
nishes a good ground for. a reversal, as it would: have fur-
nished_in the court below for a new trial. But it is no
ground of reversal that the court below omitted to give di-
rcctions to_the. jury upon. any points of law which might
arise in the cause,where it was not requested by either party
at the trial. It is sufficient for us that the court, has given
no efroneous directions. If either, party deems- any pomt
‘presented by the evudence to: be omitted i in the charge, itis
- competent for such party to require an- oplmon from the
court upon that point. lf he does not, it is a waiver of it.
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The court cannot be presuméd to do more, in ordinary cases,
than to express its upinion upon the questions which the °
parties themselves have raised at the trial.

On the other hand, the counsel for the defendant in error
has endeavoured to extract from the same evidence, strong
confirmations of the charge of the court. But, for the rea-
son already suggested, the evidence must be.laid out of the
case, and all the reasoning founded on it falls.

The single question then is, whether the charge of the-
court’ was cortect in point of law. It has not been, and
indeed cannot be denied, that an inventor may abandon his
inventidn, and surrender or dedicate it to the public. This
inchoate right, thus once gone, cannot afterwards be resum-
ed-at his pleasure; for, where gifts are once made to the
public in this way, they become absolute. Thus, if 2 man

‘dedicates a way, or other easement to the public, it is sip-
"posed to carry with it a permanent rlght of user. The ques-
tion which génerally arises at trials, is a question of fact,
rather than of law ; whether the acts or acquiescence of the
. party furnish in the given case, satisfactory proof of an aban-
donment or dedication of the invention to the public. But
“when all the facts are given, there does not seem any reason
why' the ‘court may not state the legal conclusion deducible
from them. In this view of the matter, the only question
‘would be, whether, upon general principles, the facts stated
“by the court would justify the conclusion.
 In the case at bar; it is unnecessary-to consider whether
the facts stated in the charge of the court would, upon ge-
neral principles, warrant the conclusion drawn by the court,
independently of any statutory provisions; because, we are
“of opinion, that the proper answer depends upon the true
exposition of the act of congress, under which the pre-
sent pafent was ohtained. - The constitution of" the United
States has declared, that congress shall have power “to pro-
mote the progress of science and useful arts, by securing
for limited times, to authors and inventors, the exclusive
fight to their respective writings and discoveries.” "1t con-
templates, therefore, that this éxclusive right shall exist but
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for a Jimited period, and that the period shall be subject to
the discretion of congress. The patent act, of the.21st of
February, 1793, ch. 11, prescribes the terms and-conditions’
and manner of obtaining patents for inventions; and proof of
a strict compliance with them lies at the foundation of the
title acquired by the patentee. The first section provides,
“that when any person or .persons, being a citizen or citi~
zens of the United States, shall allege that he oy they have
invented any new or useful art, machine, manufacture, or
composition of matter, or any new or useful improvement on
any art, machine, or composition of matter, nof Enown or
used before the applieation; and shall present a petition .to
the secretary of state, signifying a desire of obtaining an
exclusive property in the same, and praying that a patent
may be granted therefor; it shall and may be lawful for the
said secretary, of stdte, to cause letters patent to be made
out in the name of the United States, bearing teste by the
President of the United States, reciting the allegations and
suggestions of the said petition, and giving a short descrip-
tion of the said invention or discovery, and thereupon, grant-
ing to the said petitioner, &c. for a lerm not exceeding four-
teengyears, the full and exclusive right and liberty of making,
constructing, using, and dending fo others to be used, the
said invention or discovery, &c.” The third section pro-
vides,  that every inventor, before he can receive a patent,
shall swear, or affirm, that he does verily believe that he is
the true inventor or discoverer of the art, machine, or.im-
provement for which he_solicits a patent.” The sixth sec-
.tion provides that the defendant shall be permitted to give-
in defence, to any action, brought against him for an in-
fringement of the patent, among other things, “ that the
thing thus secured by patent was not originally discovered
by the patentee, but had.been in use, or had been described
in some publie work, anterior fo the supposed discovery of.
the patentee.” o
These- are the only matenal clauses bearmg upon the
question now before the court; and upon the construction
of. them, there has been .o 1ncon51derable diversity of
“Vor. I[I.—C
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opinion entertained among. the profession, in cases hereto-
fore litigated.

“Itis obv10us to the careful inquirer, that many of the pro-
visions of our patent act are derived from the principles and
practice which have prevailed in the’canstruction of that of
England. It is doubtless true, as has been suggested at
the bar, that where English statufes, such for instance, as
the statute of frauds, and the statute of limitations; have
been adopted into our own legislation; the Imown and
settled construction of those statutes by courts of law, has
‘been considered as'silently incorporated into the acts, or has
been received with- all the weight of authority. Strictly
speaking, that is not the case in respect to the English
statute of monopolies; which contains an- exception on
which the grants of patents for inventions Have issued in
that country. - The language of that_clause of the statute
is not, as we shall presently see, 1dent|cal with ours; but
the construction of it adopted by the English courts, and
the principles and practice which have long regulated the
grants of their patents, as they must have been known and
are tacitly. referred to in some of the provisions of our own
statute, afford materials fo illustrate it.

By the very terms of the first section of our statute, the
secretary of state is authorised to grant a patent to any
citizen applying for the same, who shall allege that he has
invented a new and useful art, machine, &c. &ec. “not
known or used before the application?” 'The authority is a
limited one,.and the ‘party must bring himself within’ the
tetms, before he can derive any title to demand, or to hold
a patent. What. then is the true meaning of the words
“ not known or used before the application?” ~They cannot
mean that the thing invented was not known or used before
the application bythe inventor himself, for” that would be
to_prohibit him from the only means of obtaining a patent.
The use, as well as the knowledge of his invention, must be
indispensable to enable him to ascertain its competency to
the end proposed, as well as to perfect its component parts.
The words then, to have any rational interpretation, must
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mean, not known or used by others, before the application.
But how known or used? If it were necessary, as it well
might be, to employ ethers to assist in the original structure
or use by the inventor himself; or if before his application
for a patent his inventior should be pirated by another, or
used without his consent; it ¢an scarcely be supposed, that
the legislature had within its contemplation such knowledge
or .use. » ) -

We think, then, the true meaning must be, not known
or used by thepublic, before the application. And, thus
construéd, there is much reason for the limitation thus im-
posed by the act. While one great object was, by holding
out a reasonable reward to inventors, and giving theém an
exclusive rlght to their inventions for a limited period, to
stimulate the efforts of gemuS° the main object was “ to
promote the progress of science and - useful arts;” and this
could be done best, by giving the public at large a right to
make, construct, use, and vend the thing invented, at-as
early a period as possible ; having a due regard to the rights
of the inventor. If an inventor should be permitted to hold
back from the knowledge of the public the secrets of his
invention; if he should for a long period of years retain the
monopoly, and make, and sell hlS invention publicly, and
thus gather the whole profits of it, relying upon his superior
skill and knowledge of the structure; and then, and then
only, wheén the danger of competition, should force him to-
secure the excluswe right, he should be allowed to take out
a patent, and thus exclude the public from any farther use
than what should be derived under it during his fourteen
yearsy it would matenally retard the progress of science
and the useful arts, and give a premium to those who
should be least prompt to communicate their discoveries.

A provision, therefore, that should withhold from an in-
ventor the privilege of an exclusxve right, unless he should,
as early as he.should wlow the pubhc use, put 'the publxc
in possession of his’ secret, and commence the running of
the period, that should limit that right ; would not be deemed
unreasonable. It might be evpected to find a place in a
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wise prospective legislation on such a subject. If it was
already found in the jurisprudence of the mother country,
and had not been-considered inconvenient ‘there; it would
not be unnatural that it should find a place in our own.

- Now, in point of fact, the statute of 21 Jac. ch. 3; com-
monly called the statute of monopolies, does contain ex-
actly such a provision. That act; after prohibiting mono-
pohes generally, contains, in the sixth section, an exception
in favour of “letters patent and grants of privileges for
Jfourteen years or under, of the sole working or making of
any manner of new manufactures within this realm, to the
true and first inventor and inventors of such manufactures,
which others, at the lime of making such letters patent and
grants, shall not use.” " Lord Coke, ,in his commentary
upon this clause or proviso, (3 Inst. 184,) says that the
letters patent “ must be of such manufactures, which any
other af the time of making such letters patent did not use;
for albeit it were newly invented, yet if any other did use it
at the making of the letters patent, or grant of the privi-
lege, it is declared and enacted to be void by this act.”
The use here referred to has always been understood to be
a public vse, and not a private or surreptitious use in
fraud of the inventor. , )

In the case of Wood vs. Zimmer, 1 Holt’s N. P. Rep,
58, this doctrine was fully recognised by lord chief justice
Gibbs. There the inventor had suflered the -hing invented
to be sold, and go into public use for four months before the
grant of his patent; and it was held by the court, that on
this account the patent was utterly void. Lord chief justice
Gibbs said, “ To entitle a man to a patent, the invention
must be new to the world. The public sale of that which is
afterwards made the subject of a patent, though sold by the
inventor only, mukes the patent void.” By * invention,” the
learned judge undoubtedly meant, as the context abun-
dantly shows, not the. abstract discovery, but the thing in- -
vented; not the new secret’ principle, but the manufacture’
resultmg from it..

-The words of .our statufe are not ldentxca] with those of
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the statute of James, but it can scarcely admit of doubt, that
they must have béen within the contemplatlon of those by
whom it was framed; as well as the construction whlch had
been pit upon them by Lord Coke. But if.there were no
such illustrative comment, it is‘difficult to conceive how any
other interpretation could fairly be put upon’these words.
We are-not at liberty to reject words which are sensible in:
"the place where they occur, merely becduse ‘they'may be
thought, in some cases, to importa hardship, or tie up bente-
“ficial rights within very close limits. If an invéntionis used
by the public, with the consént .of the inventor, at the fime
* of his apphcatxon for a patent; how can the court say,’ that
his case is, nevertheless, such as the act was intended ‘to
protect? Ifsuch 4 public use is not a use within the mean-
ing of the statute, what other use-is?  If'it be’ a use within
the meaning of the statute, how'can the court extract the
'case from its operation, and support-a patent, where the
suggestlons of the patentee are-not true, and the conditions
on which alone the grant was authorised to be made, do not
exist? In such a case, if- the court could perceive no rea-
son for the restrictions, the will of the legislature must still
‘be obeyed.~ It cannot and ought ot to be'disregarded,
where. it plainly applies to the case.. But if the restriction
may be perceived to have a foundation in sound policy, and
be an effectual means of accomplishing the legislative ob-
jects, by-bringing ‘inventions- early into “public and ‘unre-
stricted‘use; and above all; if such policy has been avowed:
and acted upon in like cases in laws having similar ‘objects;
“there-is very urgent reason to suppose, that tlie act in those
terms embodies the real leglslatlve intent, and ought to re-
ceive that. construction. It is mot wholly insignificant in
this point of view, that the first patent act passed by con-
gress on this subject, (act of 1790, ch. 84, [ch. 7.) which
the_present act repeals, uses the words- « not known or used:
before,” without adding . the words .« the application;” and
1in ‘connexion with the strugture .of the sentence -in which'
!hey stand, might have been referred gither to.the time of
the invention, or of the application. .The .addition of the

.
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latter words in the patent act of 1793, must, therefore, have
been introduced, ex industria, and with the cautions inten-
tion to clear away a doubt, and fix the original and delibe-
rate meaning of the legislature.

The act of the 17th of April 1800, ch. 25, which extends
the privileges of the act of 1793 to inventors wh are aliens;
contains a proviso declaring, “ that every patent which shall
be obtained. pursuahit to the act for any invention, art or dis-
‘covery, which it shall afterwards appear had been known or
used previous to such application for a patent, shall be
void.” 'This proviso certainly certifies the construction of
the act of 1793, already asserted; for there is not any rea-
son to suppose, that the legislature intended to confer on
aliens, privileges, essentially differént from those belonging

to cifizens. On the contrary, the enacting clause of the

act of 1800 purports to put both on the same footing; and
the provxso seems added as a- gloss or explanation of the
original act.

The only real doubt which has arisen upon this exposition
of the statute,. has been created by the words of the sixth
section already quoted. That section admits the party sued
‘togive in his defence as a bar, that ¢ the thing thus secured
by patent was not originally, discovered by the patentee, but
. had been in use anlerior fo the supposed discovery of the
patentee.” Tt has been asked, if the legislature intended
to bar the party from a patent in consequence of a mere
prior use, a]thoug he was the inventor; why were not the
" words “anterior fo the application” substltuted, instead of
“/anterior t6 the supposed discover y? 1fa mere ‘useof the
thing invented before the application were sufficient to bar
the right, then, although the party may have been the-first
and true mventor, if another person, either mnocently asa
second inventor, or piratically, were to use it without the
knowledge of the-first mventor, his  right would be gone.
In respect to a use by piracy, it is not clear that any such
fraudulent use is within the intent of the statute; and upon
general principles it might-well be held _excluded. In re-
spect to the case of a second invention, it is questionable
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at least, whether, if by such second invention a public use
was already acquired, it could be deeined a ¢ase within the
protectlon of the act. If the public were already in pos-
session and common use of an invention fairly and without
fraud, there might be sound reason for presuming, that the
legislature did not intend to grant an exclusive rxghe to any
-one to monopohze that which was already common. There
would be no quid’pro quo—no price for the exclusive right
or monopoly conferred- ‘upon ‘the-inventor for fourteen years.

* Be this as it may, it is certain that the sixth section is not
necessarily repugnant to*the construction which’ the words
of the first section require and. ]ustlfy The sixth section
.certainly does not enumerate all the defences which a party
mzy makein a suit brought agamst him fof: v1olatmg a pa-’
_tent. ‘One obvious omission is, wheré he uses if under a
license or grant from the inventor. The sixth secnon in
“the clause under consideration, may well be déemed- merely.

— affirmative of what would be the: result from' thegeneral
prmclples of law applicable to other parts of the-statute.
It gives the right to the first and true inventor and to him
‘only; if known of used before his’ supposed discovery he is
not the first, although he may be a true inventor; and that

- ‘is the case to_which the clause looks. ABu_t it'is not incon-
sistent with -this doctrine, that although he is the first, as
well as the true inventor, yet if he shall put it into public use,
‘or sell it for public use before-he applies for a patent, that
this should fumish another bar to his claim. . In this view
an interpretation is gwen to every clatise.of the statute with-
out. mtroducmg any mconsnstency, or mterferlng with the
-ordinary meaning of its language. No public policy is over-
looked; and no injury ¢an ordinarily occur to the first in-
ventor, whxch is not in some sort the result of His own laches
or voluntary inaction.

It is admitted that .the subject is not wholly free” from
difficulties; 3 but upon most deliberate.consideration we are
all of -opinion, that the true construction of the act is, that
the first inventor cannot acquire a good title to a patent; if

- he suffers the thing invented to go into public use, or to be
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publicly sold for use, before h¢ makes dpplication for a pa-
tent. His voluntary .act or acquiescence in_the public sale
and use is an abandonment of his right; or rather creates a -
disability to comply with the terms and conditions on which
alone the secretary of state is authorized to grant him a
patent.

The opinion.of the circuit ¢ourt was therefore perfectly
correct; and ‘the Judgment is affirmed with costs.

"This cause came-on .to be heard on the transcript of ‘the
‘record from the circuit court of the United States for the
district of Pennsylvania, and was arge 1 by counsel;
consideration whereof, it is the opinion of this, Court, that
there is no error in the -judgment of the said-circuit court. .
Whereupon, it 15 consulered ordered and adjudged by this
"Court, that the said ]udgment of the said circuif court in "
this cause, be and the same is hereby affirmed wnth costs.



